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REMARKS 



Claims 454-575 were previously pending and under examination in this 
application. Claims 568-575 have been canceled hereinabove. Accordingly, claims 
454-567 are presently pending in this application. 

This paper follows a July 19, 2001 telephone conversation between 
Examiner Scott W. Houtteman, Group Art Unit 1656, and Applicants' undersigned 
attorney. During that conversation, Examiner Houtteman indicated that Applicants 
could proceed with filing an after final amendment to cancel claims 568-575, 
thereby materially reducing or simplifying the issues for appeal in this case. 

With the cancellation of claims 568-575 above, the pending claims subject 
to Applicants' appeal are 454-567. 

In view of the agreed cancellation of claims 568-575, which claims were 
drawn to a polymeric composition comprising phosphate moiety labeled 
nucleotides, Applicants have also requested that the title of their invention be 
changed. The new title, "Oligo- or Polynucleotides Comprising Phosphate-Moiety 
Labeled Nucleotides," is believed to be more descriptive of the subject matter set 
forth in the claims now pending, claims 454-567. 

Entry of the new title and cancellation of claims 568-575 is respectfully 
requested. 



******* 
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SUMMARY AND CQMHl lismm.Q 

Claims 454-567 continue to be pending in this application with claims 568- 
575 having been canceled above by this paper. 

No extension request or fee is believed due in connection with this 
filing, a Request For An Extension Of Time (3 Months) and authorization for 
the fee therefor having been filed with Applicants' January 18, 2001 
Amendment Under 37 C.F.R. §1.116. No fee or fees are believed due in 
connection with this paper. In the event that any fee or fees are due, 
however, The Patent and Trademark Office is hereby authorized to charge 
the amount of any such fee(s) to Deposit Account No. 05-1 1 35, or to credit 
any overpayment thereto. 

If a telephone conversation would further the prosecution of the 
present application, Applicants' undersigned attorney request that he be 
contacted at the number provided below. 

Respectfully submitted, 



Ah 




Ronald C. Fedus 
Registration No. 32,567 

ENZO DIAGNOSTICS, INC. ApP ' iCantS 

c/o ENZO BIOCHEM, INC. 

527 Madison Avenue, 9 th Floor 

New York, New York 10022 

Telephone: (212) 583-0100 

Facsimile: (212) 583-0150 
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Examiner Scott W. Houtteman 

United States Patent & Trademark Office 

Crystal Mall One 

1911 South Clark Place Street 

Arlington, VA 22202 

Attent,0n: 7th Floor Rprpp tion - Grn., p Art 1fiC j fi 
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PHOSPHATE MOIETY LABELED NUCLEOTIDES COMPRISING 
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Dear Examiner Houtteman: 

S™" 8 ' f °" OW ,i° u ' JU| V 9 . 2001 interview and our July 1 1 2001 
in™ 3 ,T ° Pr ° Vide Re ° 0rd °' The S » b *°™ O' The ju,v 0 9, 200! 

b72-573) or modified nucleotide (claims R74 r7c\ i„ « Claims 

^^^^^^^^ 

?nm am V V Amendment Under 37 C.F.R. §1.1 1 6 . | n the Mav 30 
through an Examiner's Amendment or our own paper Please let me knL 
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and 539>. In so dl' ,t ar efl c V„ e iV h 6 ' 6 "" 6 "' daimS ,454 " 482 ' 61 > 
interview, the May 30 200° AdviZ 1, " ou ' comme ^ * the July 9,h 
summer ^rd^^w^^J^ ,n ' and ,he e °'»°< interview las, 
this application. ,he com P° s 't'°ns being claimed in 

^yt:;^n:^e^r^e d n: n e d o e f p rr , cia r which are ^ - 

respect to the "n^et a 7« nl ^ Z'ZlZ* """T ^ ,wi * 
(with respect to the detection ofThf l t ' V 0r lndlre <='ly detected" 
former phrase w^duSEJ- t£? l ?? n " 0 !? 0aCt,Ve label moie, V SIQ). The 
cited in the May /o'h Adyitory Action " ' n,erVi9W * he Wr was 

claim 539 SIG can be arched tcx J""^"' ' Sh ° U ' d point ° ut "> 
Further, x, y or z can also be H nr Hn „ V ° F 2 P hos P"«e. 

9roups is phosphate and has " h " t 0ne ° f *» *•» 

letter. The cle n copy a d h marS uo „T VerSi ° n °' the C ' aimS t0 ,his 
A and B, respectively MlleZtZZTT ™ a " aChed as Exhibte 

B^rther.whetheryouwou^r^ 



Thank you. 

Ronald C. Fedus 

Corporation and Patent Counsel 
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aTuc, <Amen r! ) ^ ° ,i9 °" " P0,yde0X ^ n — which is commentary to 
a nuc. e ,c acd of interest, said oligo- or polydeoxyribonuc.eotide comprising at .east 
one modified nucleotide having the formula 



Sig-PM-SM-BASE 
wherein PM is a phosphate moiety, SM is a sugar moiety and BASE is a moiety 

aTrT 9 ' 0UP °° nSiS,in8 °' 3 PVrimidiTO ' 3 PUrine «* « -»"««"•. « 
an log thereof, said PM being attached to SM, said BASE being attached to SM 

and Seeing covalently attached to PM directiy or via a chemica, linkage, said Sig 
compns,ng a non-radioactive label moie, y which can be detected wben attached t 

°' Whe " SaW m0dified ««*««• » incorporated into said oligo- or 
polydeoxyribonucleotide or when said oligo- or polydeoxyribonucleotide is 
hybridized to said complementary nucleic acid of interest. 
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482. (Amended) An oligo- or polydeoxyribonucleo.ide which is commentary ,0 
a nucieic acid of interest, said oligo- or polydeoxyribonucleo.ide comprising a. leas, 
one modified nucleotide having the structural formula: 




BASE 



y z 

wherein BASE is a moiety selected from the group consisting of a 
pyridine, a purine and a deazapurine, or analog thereof, and wherein BASE is 
attached ,0 the , • position of the pentose ring from the N1 position when BASE is 
a pynmidine or from the N9 position when BASE is a purine or a deazapurine- 

wherein x is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein y is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein z is selected from the group consisting of H— , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; and 

wherein Sig is covalently attached directly or through a chemical linkage to 
at leas, one phosphate selected from the group consisting 0, x, y and z, said Sig 
comprising a non-radioactive label moiety which can be detected when so attached 
to said phosphate or when said modified nucleotide is incorporated into said oligo- 
or polydeoxyribonucleotide or when said oligo- or pclydeoxyribonucleotide is 
hybndized to said complementary nucleic acid of interest. 
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511. (Amended, An o,igo- or P o,yribonuc,eo.ide which is comp.ementary ,o a 

modified ribonucleotide having the formula 

Sig - PM - SM - BASE 
wherein PM is a phosphate moiety, SM is a sugar moiety and BASE is a moiety 

-iected from the group consisting or a pyrimidine. a purine and a deazapurine or 
na,g the o f , pM ^ ^ ^ ^ ^ g ^ ^ ^ ^ ^ 

2 , 3 and 5 P os„,ons. or combinations thereof, said BASE being attached to SM 
and S, 9 be,ng covalently attached to PM directiy or via a chemical Wage, said Sig 
compns.ng a nonradioactive labe, moiety which can be detected when a, ach d 

" Whe " m ° di,ied is incorporated into said oiigo- or 

POlyribonuCeotide. or when said oiigo- or po.yribonuCeotide is hybridized to said 
oompiementary nucieic acid of interest, provided tha, when Sig is attached through 
chem.cal „n ka ge to a tormina, PM a, the * position of a tormina, ribonuCeotide 
a,d chem,ca, ,in kag e is not a cieaved 3- tormina, ribonuCeotide previous, attached 
to said ohgo- or polyribonucleotide. 
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539. (Amended) An oligo- or polyribonucleotide which is complementary to a 
nucleic acid of interest, said oligo- or polyribonucleotide comprising at least one 
modified nucleotide having the structural formula: 




BASE 



z 



wherein BASE is a moiety selected from the group consisting of a 
pyrimidine, a purine and a deazapurine, or analog thereof, and wherein BASE is 
attached to the 1 ' position of the pentose ring from the N1 position when BASE is 
a pyridine or from the N9 position when BASE is a purine or a deazapurine; 

wherein x is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein y is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein z is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; and 

wherein Sig is covalently attached directly or through a chemical linkage to at least 
one phosphate selected from the group consisting of x, y and z, said Sig 
comprising a non-radioactive label moiety which can be detected when so attached 
to sa,d phosphate or when said modified nucleotide is incorporated into said oligo- 
or polyribonucleotide, or when said oligo- or polyribonucleotide is hybridized to said 
complementary nucleic acid of interest, provided that when Sig is attached through 
a chem,cal linkage to y of a terminal ribonucleotide, said chemical linkage is not a 
cleaved 3' terminal ribonucleotide previously attached to said oligo- or 
polyribonucleotide. 



******* 
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454. (Amended) An oligo- or polyribonucleotide mMjummoamuM 

" UfiW " £ii2Lint «^^ comprising at leas, 

one memei nucleotide having the formula 



Sig-PM-SM-BASE 



wherein PM is a phosphate moiety, SM is a sugar moiety and BASE is a moiety 
selected from the group consisting of a pyrimidine, a purine and a deazapurine or 
analog thereof, said PM being attached to SM, said BASE being attached to SM 
and S,g being covalently attached to PM directly or via a chemical linkage, said Sig 

It^sUmmLMMumMMmsa when attached to PM or when said modified 
nucleot.de is incorporated into said oligo- or polydeoxyribonucleotide oovJm^id 

of interest 
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482. (Amended) An oligo- or polydeoxyribonucleotide ^j^ mslmmmM 

""^^^^ comprising at least 

one madmed nucleotide having the structural formula: 




BASE 



wherein BASE is a moiety selected from the group consisting of a 
pyrimidine, a purine and a deazapurine, or analog thereof, and wherein BASE is 
attached to the V position of the pentose ring from the N1 position when BASE is 
a pyrimidine or from the N9 position when BASE is a purine or a deazapurine; 

wherein x is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a triphosphate; 

wherein y is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein 2 is ^^Mm^MMms^mmmM h- , m^urnm 

g^^'-g Alh^ and — — — 

wherein Sig is covalently attached [te^of^] directly or through a 
ChemlCa ' linka9eMJs ^^^ 

3LaDsU said Sig [feeift ^"^^ ommmmji 

M ™ diag ^^ when so attached to [x^J 

§IUlLaj3S§ ^^ incorporate intn ^, hn nr 

^Mzgg^jmd^gj^^ nucleic aniri nf in+QrQor 
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511. (Amended) An oligo- or p olyribonucleotide mskM£mBSmmsms ^ 

am&JSm * S ^^ comprising a, least one 

medjfjad. ribonucleotide having the formula 

Sig - PM - SM - BASE 
wherein PM is a phosphate moiety, SM is a sugar moiety and BASE is a moiety 
selected from the group consisting o, a pyridine, a purine and a dea.apurine, or 
ana og thereof, said PM being attached to SM a, a position of SM selected from the 

. 3 and 5 positions, or combinations thereof, said BASE being attached to SM 
ar^gbeing cova ,ent,y attached to PM directiy or via a chemica, linkage, said Sig 

^^^aMMmM when attached to PM or when said modified 
nucleotide is incorporated into said oligo- or polyribonucleotide, 0^^^ 

provided that when Sig is attached through a chemica, linkage to a terminal PM at 
he 3 position of a terminal ribonucleotide, said chemical linkage is not a cleaved 
terminal ribonucleotide previously attached to said oligo- or polyribonucleotide 
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539. (Amended) An oligo- or polyribonucleotide which is nnmpiementary to » 
nucleic acid of interest, said olioo- or pniyrihnnnHn^ comprising at least one 
modified nucleotide having the structural formula: 




BASE 



wherein BASE is a moiety selected from the group consisting of a 
pyrimidine, a purine and a deazapurine, or analog thereof, and wherein BASE is 
attached to the 1 ' position of the pentose ring from the N1 position when BASE is 
a pyrimidine or from the N9 position when BASE is a purine or a deazapurine; 

wherein x is selected from the group consisting of H- , HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein y is selected from the group consisting of H^ HO- , a mono- 
phosphate, a di-phosphate and a tri-phosphate; 

wherein z is selected from the oro.m re sisting of H — HO- , a mono- 
phosphate, a di-nhnsphat e and a tri- phnQph gto - and 

wherein Sig is covalently attached [ to x, y or z ] directly or through a 
chemical linkage to at least one nhosnhat* ^rt ^ fmm th p r n. ip consisting nf v 

said S '9 [ being o moiety capab l e of n un mdioootivo UU c a i un] comprising a 
non-radioactive label moiety which can ha HPtPntpH when so attached to [x, y or z] 
§gid phosphate or when said modified nur.^n. io in. o rporatfid intn nKl]n _ nr 
P olyribonucleotide, or when said oliao- or nnly ribonudantirig k hvbridi7 fi ri to « a iH 
complementar y n ucleic acid of interest, provided that when Sig is attached through 
a chemical linkage to y of a terminal ribonucleotide, said chemical linkage is not a 
cleaved 3' terminal ribonucleotide previously attached to said oligo- or 
polyribonucleotide. 



